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- The MAILING DATE of this communication appears on the cover sheet with the correspondence addreis^ 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MDNTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1,1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to communication(s) filed on 

2a)n Tfiis action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parfe Quayle, 1935 CD. 11, 453 0.G. 213. 

Disposition of Claims 

4) 13 Claim{s) 1-31 is/are pending in the application. 

4a) Of the above claim(s) 29-3^ is/are withdrawn from consideration. 

5) 13 Claim(s) 17-19 is/are allowed, 

6) 13 Claim(s) 1-'6,9'11, 15 and 21-25 is/are rejected. 

7) 13 Claim(s) 7,8.12-14.16,20 and 26-28 is/are objected to. 

8) P Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 19 April 2002 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S. C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received In Application No. ._. 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (POT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) 3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) ^ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 05072002:09092002 . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary. 



Part of Paper No./Mail Date 05072004 
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DETAILED ACTION 

1. The Art Unit location of your application in the USPTO has 
changed. To aid in correlating any papers for this application, 
all further correspondence regarding this application should be 
directed to Art Unit 1732, Examiner Leo Tentdni . 

Election/Restrictions 

2. Restriction to one of the following inventions is required 
under 35 U.S.C, 121: 

I. Claims 1-28, drawn to a process of making an embossed 
article, classified in class 264, subclass 293. 

II. Claims 29-31, drawn to an embossed article, classified 
in class 428, subclass 98. 

The inventions, are distinct, each from the other because of the 
following reasons: 

3.. Inventions I and II are related as process of making and 
product made. The inventions are distinct if either or both of 
the following can be shown: (1) that the process as claimed can 
be used to make another and materially different product or (2) 
that the product as claimed can be made by another and materially 
different process (MPEP § 806.05(f)). In the instant case, the- 
product as claimed can be made by another and materially 
different process such as a process including the steps of first 
altering the surface temperature and then embossing, or a process 
including the stiep of embossing without altering the surface 
temperature, or a process including the step of molding the 
product having the desired surface and/or shape (without 
embossing) . 
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4 . Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art as shown by 
their different classification, restriction for examination 
purposes as indicated is proper. 

5. During a telephone conversation with Leah M. Reimer, 
applicant's representative, on 30 April 2004 a provisional 
election was made without traverse to prosecute the invention of 
Group I, claims 1-28. Affirmation of this election must be made 
by applicant in replying to this Office action. Claims 29-31 are 
withdrawn from further consideration by the examiner, 3 7 

CFR 1.142(b), as being drawn to a non-elected invention. 

6. Applicant is reminded that upon the cancellation of claims 
to a non- elected invention, the inventorship must be amended in 
compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is ho longer an inventor of at least one claim 
remaining in. the application. Any amendment of inventorship must 
be accompanied by a request under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1.17 (i) . 

Information Disclosure Statement 

7. The information disclosure statement filed on 07 May 2002 
fails to comply with 37 CFR 1.98(a) (2), which requires a legible 
copy of each U.S. and foreign patent; each publication or that 
portion which caused it to be listed; and all other information 
or that portion which caused it to be listed. The U.S. patent 
references have been considered; however, copies of the foreign 
patents/documents were not included. 
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Specification 

8. The abstract of the disclosure is objected to because in 
line 1, comprising ' ' should be - - including - - and in lines 2 
and 6, ""comprises'' should be - - includes - - (legal or claim- 
type phraseology should not be used in the abstract) . 
Correction is required- See MPEP § 608.01(b). 

.9. Applicant is reminded of the proper language and format for 
an abstract of the disclosure. 

The abstract should be in narrative form and generally 
limited to a single paragraph on a separate sheet within the 
range of 50 to 150 words. It is important that the abstract not 
exceed 150 words in length since the space provided for the 
abstract on the computer tape used by the printer is limited. 
The form and legal phraseology often used in patent claims, such 
as "means" and "said, " should be avoided. The abstract should 
describe the disclosure sufficiently to assist readers in 
deciding whether there is a need for consulting the full patent 
text for details. 

The language should be clear and concise and should not 
repeat information given in the title. It should avoid using 
phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this Invention," "The disclosure 
describes," etc. 

10. The title of the invention is not descriptive. A new title 
is required that is clearly indicative of the invention to which 
the claims are directed. 

The following title is suggested: EMBOSSING PROCESS. 

Claim Objections 

11- Claims 13, 20 and 21 are objected to because of the 
following informalities: In claim 13, penultimate line, it 
appears that ""r" should be - - or - - (note that the letter 
""o'' is in the middle of the claim, between formulas XlXa and 
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XlXb) . In claim 20, line 1, ""polymer'' is misspelled. In claim 
21, penultimate line, ""is'' is misspelled. Appropriate 
correction is required. 

Claim Rejections - 35 USC §112 

12. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

13. Claims 21 and 22 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 21, the line just below formula XVIII, it is not 
clear what ""Ywherein" means or refers to and it is not clear 
what ""Y" in formula XVIII represents. 

Claim 22 is confusing and unclear principally because it is 
not clear which formula, corresponds to XlXa and which formula 
corresponds to XlXb (i.e., XlXa is presently written immediately 
adjacent to what appears to be formula XlXb) . 

Claim Rejections - 35 USC § 102 

14. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 
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15. Claims 1-6, 9-11, 15 and 23-25 are rejected under 35 
U.S.C. 102 (a) as being anticipated by Davis et al (WO 00/48172) . 

Davis et al (see the entire document, in particular, page 

16, line 21 to page 18, line 11 (note also the specific reference 
to Lupinski et al (U.S. Patent 5,534,602) on page 17)) teach an 
embossing process (and. polymers) as set forth in the instant 
claims, including the aspect of altering the glass transition 
temperature. 

Allowable Subject Matter 

16. Claims 17-19 are allowable over the prior art references 
presently of record. 

17. The following is a statement of reasons for the indication 
of allowable subject matter: None of the prior art references, 
alone or in combination, disclose, suggest or teach an embossing 
process including the use of a polymer and plasticizer, wherein 
the plasticizer has reactive moieties as set forth in independent 
claim 17 (note that claim 20 would also be allowable if corrected 
(see paragraph 11 above) ) . 

18. Claims 21 and 22 would be allowable if rewritten or amended 
to overcome the rejection(s) under 35 U.S.C. 112, second 
paragraph, set forth in this Office action. 

19. Claims 7, 8, 12-14, 16 and 26-28 are objected to as being 
dependent upon a rejected base claim, but would be allowable if 
rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 
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Conclusion 

20. The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. The Japanese 
reference is of interest. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Leo B. 
Tentoni whose telephone number is (571) 272-1209. The examiner 
can normally be reached on Monday - Friday (6:30 A.M. - 3:00 
P.M. ) . 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Michael P. Colaianni can 
be reached on (571) 272-1196. The fax phone number for the 
organization where this application or proceeding is assigned is 
703-872-9306. 

information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 

Leo B. Tentoni 
Primary Examiner 
Art Unit 1732 



